United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/037.459 



08/08/2003 



Anjali Abhimanj n Patil 



26807 7590 07/10/2008 

JULIE BLACKBURN 

REVLON CONSUMER PRODUCTS CORPORATION 
237 PARK AVENUE 
NEW YORK, NY 10017 



ROGERS, JAMES WILLIAM 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/637,459 


Applicant(s) 
PATIL ET AL. 


Examiner 

JAMES W. ROGERS 


Art Unit 

1618 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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1 )KI Responsive to communication(s) filed on 15 May 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

The amendments to the claims filed 05/15/2008 have been entered. Applicants 
have cancelled claims 7 and 19 and amended claims 1 and 26. Any rejection from the 
previous office action filed 05/23/2007 not addressed in the action below has been 
withdrawn. 

Response to Arguments 

Applicant's arguments with respect to the claims previously rejection in the office 
action filed 05/23/2007 have been considered but are moot in view of the new ground(s) 
of rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-2,12 and 26 rejected under 35 U.S.C. 102(e) as being anticipated by Yu 
(US 2003/0235552 A1), this new rejection was necessitated by applicants amendment 
to the claims. 

Yu teaches a cosmetic composition containing a liquid fatty phase that can 
comprise just a linear volatile siloxane such as decamethyltetrasiloxane (DMTS) and 
polydimethylsiloxane (PDMS) a structuring polymer that is a polyorganosiloxane and at 
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least one film forming silicone resin. See abstract,[0027]-[0032],[0040]-[0043], table 1, 
[0070], [0108]-[00113],[0299]-[0360] and claims 1-2 and 6. Since applicants define 
within their specification that the film forming polymer is a siloxane polymer or 
copolymer the examiner considers the structuring polymer of Yu to satisfy the limitation 
of a film-forming polymer, since more than one film-forming polymer may be present 
applicants' claims do not preclude the structuring polymer and film forming polymers in 
combination as taught by Yu. 

Claims 1,2,4 and 26 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Auguste (US 2004/0197284 A1 ), this new rejection was necessitated by applicants 
amendment to the claims. 

Auguste teaches a cosmetic composition comprising a volatile silicone fatty 
phase comprising at least one non-cyclic volatile silicone including octamethyl- 
trisiloxane, the composition can further include additional ingredient(s) including a 
polymer film former. See abstract, [0019],[0039]-[0075], claims, especially claims 
1,10,28 and 88. 

Claims 1-2,12,23 and 26 rejected under 35 U.S.C. 102(e) as being anticipated by 
Patil et al. (US 2004/0156806 A1), this new rejection was necessitated by applicants 
amendment to the claims. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
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the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Patil teaches a cosmetic composition containing at least one siloxane film 
forming resins (including siloxane-acrylate copolymers) in a pharmaceutically 
acceptable carrier such as hexamethyldisiloxane. See[0016]-[0052], [0151]-0217] and 
claims, especially claims 1 and 18-20. 

Claims 1-2,12,23 and 26 rejected under 35 U.S.C. 102(e) as being anticipated by 
Manelski et al. (US 2004/0180032 A1), this new rejection was necessitated by 
applicants amendment to the claims. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Manelski teaches a long wearing cosmetic composition comprising at least one 
silicone polyamide (described as a film former) solvated in a pharmaceutically 
acceptable carrier that included hexamethyldisiloxane. See abstract, [0040]- 
[0049], [0086] and claims 1 ,4-6 and 8. Manelski also teaches the use of additional film- 
forming polymers besides the silicone polyamide including silicone acrylate copolymers. 
See [0091]-[0017]. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-2,4,12,23 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Patil et al. (US 2004/0156806 A1) or alternatively Manelski et al. (US 
2004/01 80032 A1 ) both of the above in view of Auguste (US 2004/01 97284 A1 ), this 
new rejection was necessitated by applicants amendment to the claims. 
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Patil and Manelski are disclosed above. While both references describe the use 
of volatile linear siloxanes in the representative cosmetic formulations the two 
references are silent on the specific volatile linear siloxane octamethyltrisiloxane 
required within dependent claim 4. 

Auguste is disclosed above and is used primarily for the disclosure within that the 
specific volatile linear siloxane octamethyltrisiloxane was already well known to be 
useful as a solvent in cosmetic formulations at the time of applicant's claimed invention. 

It would have been prime facie obvious at the time of the invention to a person of 
ordinary skill in the art to modify the volatile linear siloxane solvents disclosed in Patil 
and Manelski and add the specific volatile linear siloxane octamethyltrisiloxane 
disclosed within Auguste. It is generally considered to be prime facie obvious to 
combine compounds each of which is taught by the prior art to be useful for the same 
purpose in order to form a composition that is to be used for an identical purpose. The 
motivation for combining them flows from their having been used individually in the prior 
art, and from them being recognized in the prior art as useful for the same purpose. As 
shown by the recited teachings, instant claims are no more than the combination of 
conventional components of a cosmetic formulation. It therefore follows that the instant 
claims define prime facie obvious subject matter. 

Claims 1-2,4,12,23 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yu (US 2003/0235552 A1) in view of Patil et al. (US 2004/0156806 
A1 ) in view of Patil (6,342,209 B1 , cited previously), this new rejection was necessitated 
by applicants amendment to the claims. 
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Yu is disclosed above. While Yu describes the use of volatile linear siloxanes in 
the representative cosmetic formulations the references is silent on the specific volatile 
linear siloxane octamethyltrisiloxane required within dependent claim 4. Furthermore 
while Yu discloses the use of silicone resin film formers the reference is silent on the 
use of a silicone-acrylate copolymer as required in dependent claim 23. 

Auguste is disclosed above and is used primarily for the disclosure within that the 
specific volatile linear siloxane octamethyltrisiloxane was already well known to be 
useful as a solvent is cosmetic formulations at the time of applicants claimed invention. 
It would have been prime facie obvious at the time of the invention to a person of 
ordinary skill in the art to modify the volatile linear siloxane solvents disclosed Yu and 
add the specific volatile linear siloxane octamethyltrisiloxane disclosed within Auguste. It 
is generally considered to be prime facie obvious to combine compounds each of which 
is taught by the prior art to be useful for the same purpose in order to form a 
composition that is to be used for an identical purpose. The motivation for combining 
them flows from their having been used individually in the prior art, and from them being 
recognized in the prior art as useful for the same purpose. As shown by the recited 
teachings, instant claims are no more than the combination of conventional components 
of a cosmetic formulation. It therefore follows that the instant claims define prime facie 
obvious subject matter. 

Patil is used primarily for the disclosure within that silicone acrylate film-formers 
were already well known at the time of applicants claimed invention to be useful within 
cosmetic formulations. See abstract and col 3 lin 28-41 .It would have been prime facie 
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obvious at the time of the invention to a person of ordinary skill in the art to modify the 
siloxane film forming resins disclosed in Yu and add the specific silicone-acrylate resin 
disclosed within Patil. It is generally considered to be prime facie obvious to combine 
compounds each of which is taught by the prior art to be useful for the same purpose in 
order to form a composition that is to be used for an identical purpose. The motivation 
for combining them flows from their having been used individually in the prior art, and 
from them being recognized in the prior art as useful for the same purpose. As shown 
by the recited teachings, instant claims are no more than the combination of 
conventional components of cosmetic formulations. It therefore follows that the instant 
claims define prime facie obvious subject matter. 

Conclusion 

No claims are allowed at this time. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP §706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James W. Rogers, Ph.D. whose telephone number is 
(571) 272-7838. The examiner can normally be reached on 8:30-5:00. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Hartley can be reached on (571) 271-0616. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 



